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Claim Rejections - 35 USC § 102(b) 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-6, 8, 9, 11 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ikeda, et. al. U.S. Patent number 5,937,391. 

3. As in claim 1, Ikeda, et. al. teaches a virtual mall apparatus, which virtually 
constructs a virtual mall including a plurality of shops (col. 1, line 44), comprising: a 
means for producing a purchased item data when a purchase command indicating 
that a purchaser buys an item at one of the plurality of shops is input, the purchased 
item data including a store code indicating one of the virtual shops at which the item 
is purchased and an item code indicating the item purchased (see figure 8); means 
for checking a plurality of purchased item data of the purchaser whether items are 
purchased from at least two different virtual shops based on the purchased item data 
(fig 9); and a means for applying an incentive service to the purchaser if the items 
are purchased from at least two different shops (fig 16). 

4. As in claim 2, Ikeda, et. al. teaches the apparatus of claim 1 wherein the checking 
means includes a means for discriminating whether at least two different store codes 
are included in the plurality of purchased item data (col. 13, lines 61-67). 

5. As in claim 3, Ikeda, et. al. teaches the apparatus according to claim 1 wherein the 
checking means includes second means for discriminating whether at least two 
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different item codes are included in the plurality of purchased item data (fig 6), and 
third means for discriminating whether the store codes respectively identifying 
virtual shops which sell items identified by the at least two different item codes are 
coincided with one another if the second means determines that the at least two 
different item codes are included in the plurality of purchased item data, wherein it 
is determined that the at least two different items are bought at different shops when 
the third means determines that the store codes are not coincided with one another 
(fig 8). It is clear from figure 6 that sufficient data is present to discriminate between 
items and from figure 8 to discriminate between stores as accomplished specifically 
in claim 18 (col. 15, lines 27-34). 
6. As in claim 4, Ikeda, et. al. teaches a virtual mall apparatus comprising: means for 
virtually constructing a virtual mall including a plurality of virtual shops (fig. 2, item 
12; fig. 3); means for generating a purchased item data when a purchase command is 
input (col. 2, line 64), the purchase command indicating that a purchaser buys an 
item at one of the plurality of shops, the purchased item data including a store code 
identifying one of the virtual shops at which the item is purchased, an item code 
identifying the item purchased and a discount item flag indicating that the 
purchased item is a discount item, the discount item flag being set where the 
purchased item is specified as a discount item by one of the plurality of shops; means 
for discriminating whether items indicated by at least two discount item flags in a 
plurality of purchased item data are respectively purchased from different shops 
based on the purchased item data (fig 8); and means for executing a discount if the 
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discriminating means determines that the items indicated by the at least two 
discount item flags are purchased from different shops (col. 14, lines 36-39). 

7. As in claim 5, Ikeda, et. al. teaches an apparatus according to claim 4, wherein the 
discount is applied to items of different shops indicated by the at least two discount 
item flags, further including means for collecting each discount applied to the items 
classified by shop (fig 16). In this system, the redemption of the points means to 
redeem the points for discount, refund or an awarding gift (col. 1, lines 32-33). 

8. As in claim 6, Ikeda, et. al. teaches an apparatus according to claim 4 further 
including means for selecting one item from at least two different items indicated by 
at least two discount item flags if the at least two different items indicated by the at 
least two discount item flags are purchased at the same shop (figs. 11 & 12). 

9. As per claim 8, Ikeda, et. al. teaches a method for performing a discount service in a 
virtual mall which comprises a plurality of virtual shops, including steps of: 
generating a purchased item data (fig 13) when a purchase command is input, the 
purchase command indicating that a purchaser buys an item at one of the plurality of 
shops, the purchased item data including a store code (fig 13, shop "space 
development" code "5002") identifying one of the virtual shops at which the item is 
purchased, an item code ( fig 13, "goods number) identifying the item purchased and 
a discount-item flag indicating that the purchased item is a discount item (fig 13, 
"points deposited"), the discount item flag being set where the purchased item is 
specified as a discount item by one of the plurality of shops; discriminating whether 
items indicated by at least two discount item flags in a plurality of purchased item 
data are respectively purchased from different shops based on the purchased item 



Application/Control Number: 10/ 092,722 Page 5 

Art Unit: 3622 

data (fig 8); and executing a discount (col. 16, lines 33-37) if the discriminating 
means determines that the items indicated by the at least two discount item flags are 
purchased from different shops. 

10. As per claim 9, Ikeda, et. al. teaches a method according to claim 8 further including 
step of selecting one item from at least two different items indicated by at least two 
discount item flags if the at least two different items indicated by the at least two 
discount item flags are purchased at the same shop (fig 11). 

11. As per claim 11, Ikeda, et. al. teaches computer executable codes, stored in a 
computer readable medium, which when executed codes: virtually creating a virtual 
mall including a plurality of virtual shops (col. 16, lines 1316); generating a 
purchased item data when a purchase command is input (col. 16, lines 17-18), the 
purchase command indicating that a purchaser buys an item at one of the plurality of 
shops, the purchased item data including a store code identifying one of the virtual 
shops at which the item is purchased, an item code identifying the item purchased 
(col. 16, lines 26-29) and a discount item flag indicating that the purchased item is a 
discount item, the discount item flag being set where the purchased item is specified 
as a discount item by one of the plurality of shops (col. 16. lines 33-36); 
discriminating whether items indicated by at least two discount item flags in a 
plurality of purchased item data are respectively purchased from different shops 
based on the purchased item data (col. 14, lines 7-10); and executing a discount if the 
items indicated by the at least two discount item flags are purchased from different 
shops (figure 8). 
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12. As in claim 12, Ikeda, et. al. teaches computer executable codes according to claim 11 
further selecting one item from at least two different items (figure 13, col. 9, lines 50) 
indicated by at least two discount item flags if the at least two different items 
indicated by the at least two discount item are purchased at the same shop. 



Claim Rejections - 35 USC § 102(e) 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

14. Claim 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Philippe, et. 
al. U.S. Patent number 6,643,624 B2. 

15. As in claim 1, Philippe, et. al. teaches a virtual internet mall (col. 2, lines 66-67; col. 
3, lines 1-2), which virtually constructs a virtual mall including a plurality of shops, 
comprising: a means for producing a purchased item data when a purchase 
command indicating a purchaser buys an item at one of the plurality of shops is 
input (col. 7, line 24), the purchase item data including a store code indicating one of 
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the virtual shops at which the item is purchased and an item code indicating the item 
purchased (see fig. 2C and col. 7, line 25 & 31); means for checking a plurality of 
purchased item data whether items are purchased from at least two different virtual 
shops based on the purchased item data (col. 6, line 21); and means for applying an 
incentive service to the purchaser if the items are purchased from at least two 
different virtual shops (col. 12, line 13). 

16. As in claim 2, Philippe, et. al. teaches the apparatus of claim 1 wherein the checking 
means includes a means for discriminating whether at least two different store codes 
are included in the plurality of purchased item data (fig 2c). 

17. As in claim 3, Philippe, et. al. teaches the apparatus according to claim 1 wherein the 
checking means includes second means for discriminating whether at least two 
different item codes are included in the plurality of purchased item data (fig 2c), and 
third means for discriminating whether the store codes respectively identifying 
virtual shops which sell items identified by the at least two different item codes are 
coincided with one another if the second means determines that the at least two 
different item codes are included in the plurality of purchased item data, wherein it 
is determined that the at least two different items are bought at different shops when 
the third means determines that the store codes are not coincided with one another 
(fig 2C). 

18. As in claim 4, Philippe, et. al. teaches a virtual mall apparatus comprising: means for 
virtually constructing a virtual mall including a plurality of virtual shops (col. 11, 
lines 60-63); means for generating a purchased item data when a purchase 
command is input, the purchase command indicating that a purchaser buys an item 
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at one of the plurality of shops, the purchased item data including a store code 
identifying one of the virtual shops at which the item is purchased, an item code 
identifying the item purchased (col. 12, lines 24-25) and a discount item flag 
indicating that the purchased item is a discount item, the discount item flag being set 
where the purchased item is specified as a discount item by one of the plurality of 
shops (col. 12, line 13); means for discriminating whether items indicated by at least 
two discount item flags in a plurality of purchased item data are respectively 
purchased from different shops based on the purchased item data (col. 12, lines 3-9); 
and means for executing a discount if the discriminating means determines that the 
items indicated by the at least two discount item flags are purchased from different 
shops (col. 12, line 13). 

Discount item flags would correspond to attributes (col. 13, line 4) in the order 
entry form necessary for processing the order. An example of such attributes is 
found in U.S. 5826258 A, which is incorporated by reference in Philippe, et. al. 
noting a price discount on an apartment if a response is received by a specified date. 
Philippe, et. al. creates a virtual mall by creating a seem-less interface between the 
web pages of individual vendors/shops and the customer. Offering discounts for 
products sold, and therefore, having the ability to account for discounted products 
through some sort of coding flag was well known in the art at the time of the 
invention. Philippe, et. al. notes in figure 2C a vendor Barnes and Nobel, Inc. who 
displays on their webpage of the period in question products discounted (see 
"bargain books" and "Online Gift Certificates" on reference U on attached PTO-892), 
supporting the contention that such discounts available on websites was common 
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practice. In order for such discounts to be realized, some mechanism would be 
required (i.e. a discount flag). Examiner thus has construed the product question 
transactions (col. 7, lines 34-35) of Philippe, et. al. to include discount transactions 
related to the purchase of a products. 

19. As in claim 5, Philippe, et. al. teaches an apparatus according to claim 4, wherein the 
discount is applied to items of different shops indicated by the at least two discount 
item flags, further including means for collecting each discount applied to the items 
classified by shop (col. 11, lines 63-67). 

20. As in claim 6, Philippe, et. al. teaches an apparatus according to claim 4 further 
including means for selecting one item from at least two different items indicated by 
at least two discount item flags if the at least two different items indicated by the at 
least two discount item flags are purchased at the same shop (fig 2c). 

21. As in claim 7, Philippe, et. al. teaches an apparatus according to claim 6, wherein 
each item of the at least two different items has a selling price and the selecting 
means includes means for comparing a selling price of one of the at least two 
different items with a selling price of the other item to select one item having a 
higher selling price if selling prices of the at least two different items are different 
one another (fig 2C). 

22. As in claim 8, Philippe, et. al. teaches a method for performing a service in a virtual 
mall which comprises a plurality of virtual shops, including steps of: generating a 
purchased item data when a purchase command is input, the purchase command 
indicating that a purchaser buys an item at one of the plurality of shops, the 
purchased item data including a store code identifying one of the virtual shops at 
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which the item is purchased, an item code identifying the item purchased and a 
discount-item flag indicating that the purchased item is a discount item, the discount 
item flag being set where the purchased item is specified as a discount item by one of 
the plurality of shops (col. 9, lines 53-56); discriminating whether items indicated by 
at least two discount item flags in a plurality of purchased item data are respectively 
purchased from different shops based on the purchased item data (col. 9, lines 58- 
61); and executing a discount if the discriminating means determines that the items 
indicated by the at least two discount item flags are purchased from different shops 
(col. 10, lines 15-16). Executing a discount in this instance is a subset of executing a 
transaction; discount terms being part of the product question transactions (col. 7, 
lines 34-35). 

23. As in claim 9, Philippe, et. al. also teaches a method according to claim 8, further 
including the step of selecting one item from at least two different items (fig 2c) 

24. As in claim 10, Philippe, et. al. teaches a method according to claim 9, wherein each 
item of the at least two different items has a selling price and the selecting step 
includes the step of comparing a selling price of one of the at least two different 
items with a selling price of the other item (fig 2c). At the time of Philippe, et. al. this 
comparison transaction was done manually (col. 2, line 41) by visiting multiple sites, 
but in their invention, the buyer was enabled to perform this operation by viewing 
simultaneously the price data from a plurality of stores, make the necessary price 
comparisons including product question transactions and execute the final purchase 
transaction (col. 10, lines 15-16). 
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25. As in Claim 11, Philippe, et. al. teaches a computer executable codes, stored in a 
computer readable medium, which when executed codes: virtually creating a virtual 
mall including a plurality of virtual shops (col. 12, lines 51, 52); generating a 
purchased item data when a purchase command is input, the purchase command 
indicating that a purchaser buys an item at one of the plurality of shops, the 
purchased item data including a store code identifying one of the virtual shops at 
which the item is purchased, an item code identifying the item purchased (col. 12, 
lines 53-55) and a discount item flag indicating that the purchased item is a discount 
item, the discount item flag being set where the purchased item is specified as a 
discount item by one of the plurality of shops (col. 13, line 3); discriminating whether 
items indicated by at least two discount item flags in a plurality of purchased item 
data are respectively purchased from different shops based on the purchased item 
data (col. 12, lines 53-54); and executing a discount if the items indicated by the at 
least two discount item flags are purchased from different shops (col. 13, line 3). 

26. As in claim 12, Philippe, et. al. teaches computer executable codes according to claim 
11 further selecting one item from at least two different items (col. 12, lines 53-54) 
indicated by at least two discount item flags if the at least two different items 
indicated by the at least two discount item are purchased at the same shop. 

27. As in claim 13, Philippe, et. al. teaches computer executable codes according to claim 
11, wherein each item of the at least two different items has a selling price, 
comparing a selling price of one of the at least two different items with a selling price 
of the other item to select one item having a higher selling price if prices of the at 
least two different items are different one another (col. 14, lines 4-6). 
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Claim Rejections - 35 USC § 103 

28. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

29. Claims 7, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ikeda, et. al. U.S. patent number 5,937,391 in view of Philippe, et. al. U.S. patent 
number 6,643,624. 

30. Referring to claim 7, Ikeda, et. al. teaches an apparatus according to claim 6, with all 
the limitations thereof. 

31. Ikeda, et. al. does not expressly teach an apparatus wherein the selecting means 
includes a means for comparing a selling price of one of the at least two different 
items with a selling price of the other item to select one item having a higher selling 
price if selling prices of the at least two different items are different one another. 

32. Philippe, et. al. teaches an apparatus according to claim 6, wherein each item of the 
at least two different items has a selling price and the selecting means includes 
means for comparing a selling price of one of the at least two different items with a 
selling price of the other item to select one item having a higher selling price if 
selling prices of the at least two different items are different one another (fig 2C). 
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33. A person having ordinary skill in the art would have been aware of these two 
disclosures and would have been motivated to combine them in order to alleviate the 
problems outlined in Ikeda, et. al. of stores having to prepare a number of coupons 
and pay for the coupons [in the actual printing and handling] (Ikeda, et. al. col. 1, 
line 51-52). 

34. Referring to claim 10, Ikeda, et. al. teaches the method of claim 9, with all the 
limitations thereof. 

35. Ikeda, et. al. does not expressly teach a method according to claim 9, wherein each 
item of the at least two different items has a selling price and the selecting step 
includes step of comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different to one another. 

36. Philippe, et. al. teaches a method for performing a service in a virtual mall which 
comprises a plurality of virtual shops, including steps of: generating a purchased 
item data when a purchase command is input, the purchase command indicating 
that a purchaser buys an item at one of the plurality of shops, the purchased item 
data including a store code identifying one of the virtual shops at which the item is 
purchased, an item code identifying the item purchased and a discount-item flag 
indicating that the purchased item is a discount item, the discount item flag being set 
where the purchased item is specified as a discount item by one of the plurality of 
shops (col. 9, lines 53-56); discriminating whether items indicated by at least two 
discount item flags in a plurality of purchased item data are respectively purchased 
from different shops based on the purchased item data (col. 9, lines 58-61); and 
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executing a discount if the discriminating means determines that the items indicated 
by the at least two discount item flags are purchased from different shops (col. 10, 
lines 15-16). Executing a discount in this instance is a subset of executing a 
transaction; discount terms being part of the product question transactions (col. 7, 
lines 34-35). Philippe, et. al. also teaches a method further including the step of 
selecting one item from at least two different items (fig 2c), and a method wherein 
each item of the at least two different items has a selling price and the selecting step 
includes the step of comparing a selling price of one of the at least two different 
items with a selling price of the other item (fig 2c). Philippe, et. al. does not 
explicitly teach a discounting service. 

37. A person having ordinary skill in the art would have been aware of these two 
disclosures and would have been motivated to combine them in order to alleviate the 
problems outlined in Ikeda, et. al. of stores in the redemption process (Ikeda, et. al. 
col. 1, line 51-55)- 

38. Referring to claim 13, Ikeda, et. al. teaches the system of claim 11 with all the 
limitations thereof. 

39. Ikeda, et. al. does not expressly teach, each item of the at least two different items 
has a selling price, comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different one another. 

40. Philippe, et. al. teaches the system of claim 11, a computer executable codes, stored 
in a computer readable medium, which when executed codes: virtually creating a 
virtual mall including a plurality of virtual shops (col. 12, lines 51, 52); generating a 
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purchased item data when a purchase command is input, the purchase command 
indicating that a purchaser buys an item at one of the plurality of shops, the 
purchased item data including a store code identifying one of the virtual shops at 
which the item is purchased, an item code identifying the item purchased (col. 12, 
lines 53-55) and a discount item flag indicating that the purchased item is a discount 
item, the discount item flag being set where the purchased item is specified as a 
discount item by one of the plurality of shops (col. 13, line 3); discriminating whether 
items indicated by at least two discount item flags in a plurality of purchased item 
data are respectively purchased from different shops based on the purchased item 
data (col. 12, lines 53-54); and executing a discount if the items indicated by the at 
least two discount item flags are purchased from different shops (col. 13, line 3). 

41. Philippe, et. al. teaches the additional limitation of claim 13 of computer executable 
codes according to claim 11, wherein each item of the at least two different items has 
a selling price, comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different one another (col. 14, lines 4-6). 

42. A person having ordinary skill in the art would have been aware of these two 
disclosures and would have been motivated to combine them in order to facilitate 
customer lock-in and sales promotion as noted in Ikeda, et. al. (col. 1, lines 12-13) 
and which Ikeda, et. al. notes was one of the most popular types of systems at the 
time of the invention (Ikeda, et. al. col. 1, line 12). 
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Conclusion 



43. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. Bezos, et. al. U.S. Patent 6,029,141 Internet Based Customer 
Referral Systems; Storey U.S. Patent 5,774,870 Fully Integrated On-line interactive 
frequency and award redemption program; and Dixon, et. al. U.S. Patent No. 
6328339 Bi System, method and apparatus for coupon processing and booklet. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael S. Jackson whose telephone number is (571) 
270-1364. The examiner can normally be reached on Mon-Thurs 7:30AM - 5:00PM 
(EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Nolan can be reached on (571) 272-0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. y 





